THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore KRASS, JERRY SM TH and LEE, Adninistrative Patent Judges.

LEE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 fromthe
examner's final rejection of clains 6-10, 12-20 and 30.

No cl ai m has been al |l owed.

Application for patent filed Decenber 17, 1992.
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Ref erences Relied on by the Exaniner

Reed et al. (Reed) 5,241, 671 Aug. 31, 1993
Bil es 5, 369, 763 Nov. 29, 1994
(filed May 26, 1992)
Kucera et al. (Kucera) 4,868, 750 Sep. 19, 1989
Chang et al. (Chang) 5,321, 833 June 14, 1994
(filed August 29, 1990)
Morita 5, 297, 042 March 22, 1994
(filed Cctober 5, 1990)
M yamoto et al. (M yanoto) 4,943, 933 July 24, 1990
Hung et al. (Hung) 5, 325, 465 June 29, 1994

(filed March 4, 1992)

The Rejection on Appeal

Clains 6, 7, 9, 10, 12, 13, 16-20 and 30 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentable over Reed in view of
either Chang or Morita, and Biles and Kucera.

Clains 8, 14 and 15 stand rejected under 35 U S.C. § 103 as
bei ng unpatent abl e over Reed in view of either Chang or Mrita,
and Biles and Kucera, and further in view of either Myanoto or
Hung.

The | nvention

The invention is directed to a nethod for searching nedia
articles for reviewing the informati on content thereof and then

categorizing the subject matter according to predeterm ned
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topics. First, a series of topics under which the articles are
classified is |listed and a chosen article is stored in a data
base. Then, a series of keywords, selected according to desired
information, is generated. The keywords are associated with at

| east one predetermned topic and a tag is assigned to the
associ ated topic and keyword to forma tagged word. A wei ghing
factor is assigned to the tag. A score is provided which

i ndi cates the keywords present in the article in relation to the
wei ghing factor and the tag. The articles having the greatest
score for the predeterm ned topic are sel ected.

Clains 6, 12 and 13 are independent clains. Claim®6 further
requires that the topics list includes age |evel information for
individuals. Cdaim12 further requires that the topics |ist
i ncl udes focus information regardi ng handi capped individual s such
as those who are deaf, blind, enotionally disturbed, having
|l earning disability, nmentally retarded, orthopedically or
vi sual | y handi capped. C aim 13 further requires that the topics
list includes topics selected fromthe group of handi capped
persons, accessibility to buildings, transportation, adverti sing,
performng arts, education, nedical treatnent, counseling,
sports, rehabilitation, technol ogy, welfare, AIDS and taxes.

Representative claim6 is reproduced bel ow
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6. A nethod of searching nedia articles particularly
newspaper articles for reviewing the information
content in said article and for categorizing the
subj ect matter according to predeterm ned topics,
conprising the steps of:

listing a series of topics under which said articles
are classified according to desired information
content, wherein said |isting further includes age
| evel information for individuals,

storing said articles in a database,

generating a series of keywords selected according to
desired information,

associ ating said keywords with at | east one said
predeterm ned topic and assigning a tag to the associ ated topic
and keyword to forma tagged word,

attaching a weighting factor to each generated said
tag,

providing a score indicating keywords present in said
article in relation to said weighting factor and said tag,

sel ecting those articles having the greatest score as
related to said predeterm ned topic.

Qpi ni on
The rejection of clains 6-10, 12-20 and 30 cannot be
sust ai ned.
According to the examner, clainms 6, 7, 9, 10, 12, 13, 16-20
and 30 are rejected on the basis of a conbination of Reed and at
| east three other prior art references: Biles, Chang or Mirita,
and Kucera. Each of Biles, Chang or Mirita, and Kucera is

provided to furnish a mssing feature otherw se not present in

-4-



Appeal No. 97-0628
Appl i cation 07/992, 428
Reed. The exam ner specifically acknow edges (answer at 4) that
Reed does not disclose: (1) categorizing the subject matter
according to predeterm ned topics and the list includes age |evel
information for individuals; (2) associating the keywords with at
| east one of the predeterm ned topics; (3) assigning a tag to the
associ ated topic and keyword to forma tagged word; and (4)
attaching a weighing factor to each generated tag.
The bul k of what is clainmed by the appellants is mssing fromthe
primary reference Reed. Evidently, the only thing the exam ner
relies on fromReed is the storing of articles in a data base.
Biles is relied on by the exam ner for the general feature
of categorizing articles according to predeterm ned topics and
the specific limtation of associating generated keywords with at
| east one of the predeterm ned topics (answer at 3). Qur first
order of business is to interpret the neaning of "keywords" in
the context of the appellants' clained invention. |t does not
have a sel f-supporting neani ng i ndependent of context. In |ight
of the specification, it is clear that "keywords" are potenti al
or probable text words in the articles under review (spec. at 9).
The appel lants contend that Biles does not disclose or teach
categori zing and associ ati ng keywords with at | east one of the

predeterm ned topics, "as opined by the examner" (Br. at 8).
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The exam ner cites to colum 42, line 65, to colum 43, line 2,
as evidence that Biles discloses categorizing and associ ating
keywords with predeterm ned topics (answer at 5). However, the
referenced portion of Biles refers to descriptor phrases which
describe the significance of a correspondi ng topol ogy nunber
representing a topic. In colum 10, lines 30-32, Biles states:
"The Descriptor field 11 is a sixty-character al phanuneric
phrase which describes the topic.”™ The descriptor phrases

are not probable or anticipated text words in an article.

In response to the appellants' pointing out that the
descriptor phrases nerely describe a predeterm ned topic and thus
are not the keywords in the context of the clainmed invention, the
exam ner stated (answer at 6):

The Exam ner respectfully di sagrees because Biles

teaches a data storage and retrieval systemthat

facilitates collecting, catal oging, storing, searching,

| ocating, querying, classifying, retrieving and

di splaying information regarding all aspects of human

t hought and endeavor. The system uses topol ogy nunber

to search the conposite Catal og Data Base, which is

self-indexing catalog that identifies the topics for

whi ch Subj ect Data Base records exist, to select the

records related to the topics in question. Therefore,

Bi | es must discloses the clained categorizing and

associ ating the keywords with one of the predeterm ned

t opi cs.

The examner's position is without nerit. It is based on nere

specul ation and generalities, rather than specifics in the cited
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prior art reference. The exam ner has failed to point to
anything specific in Biles which discloses or teaches
categori zing and associ ating keywords with predeterm ned topics.
Even if Biles discloses such a feature, the exam ner has failed
to carry his initial burden in pointing out where and how t he
prior art neets the clainmed feature. W decline to conduct
exam nation in the first instance to fill in the gaps and to nake
up for deficiencies in the rejection. Thus, on this record, the
exam ner has failed to denonstrate that Biles discloses
categori zing and associ ating keywords with predeterm ned topics.

Even if we, for argunment purposes, assune that “keyword” can
be met by the descriptor phrase in Biles, the exam ner still has
made reversible errors in connection with several other features
of the clainmed invention.

Wth respect to claim6 which requires that the |ist of
topics include age |evel information for individuals, the
exam ner concluded, w thout citing any supporting evidence, that
"the list includes age |evel information for individuals would
have been an obvi ous [design] choice to inplenent in order to
meet the user need" (answer at 4). Wthout the exam ner's having
cited any evidence to support his view, we find the examner's

position to be nmere specul ation and without nerit. The sanme is
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true as to claim1l2's focus information regardi ng handi capped
individuals and claim13's article topics selected from various
speci fic groups.

The exam ner stated (answer at 4): "Kucera teaches the
step/ neans for assigning a tag to the keyword (cols. 1-2)." W
note, however, that the clained invention calls for assignnent of
a tag to the "associated topic and keyword." As is pointed out
by the appellants (Br. at 11), Kucera generates a sequence of
possi bl e tags for each word in a sentence and then operates on
strings of tags of adjacent words to determ ne the probable tags
for each word, and each tag indicates a possible syntactic use of
the word. In the clained invention, however, the tags are
assigned to a keyword and an associ ated topic for subsequent
assi gnnment of a weighing factor. Kucera does not discl ose
assigning a tag to any pair of associated topic and keyword, and
Kucera provides no reasonable notivation for one with ordinary
skill inthe art to assign a tag to any pair of associated topic
and keyword. Kucera's focus is on syntactic use of words, not on
topics wth which the words are associ ated. The exam ner
erroneously concluded that Kucera's tag is functionally
equivalent to the clainmed tag (answer at 6). Neither Kucera's

nor appellant's tag sinply provides a mark or identifies a word.
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It is inproper to generalize claimfeatures to sone broader
concept and then only attenpt to find the broad concept in the
prior art. It is the clainmed invention which nust be exam ned.

The exam ner stated (answer at 4):

Chang and Morita teach the step/neans for assigning a

wei ght factor to a keyword (see Chang Col. 2, |ines 22-

25, and 30-45; col.7, line 40 to col. 10, line 30 and

see Mirita, col. 2, lines 39-43, col. 3, lines 9-16 and

col. 6, lines 39-40). It would have been obvious to

one skilled in the art to include the teaching of Chang

and Morita in the Reed's system This is because both

Chang and Morita teach or suggest the use of weight

factor assigned to each keyword by a user so that to

enhance the user's power in controlling the searching

process.

The appel l ants contend that Chang's wei ghing factors are
rel evance factors which concern the rel ative ranking of the
retrieved articles rather than weighing factors which are
attached to a keyword and associated topic for categorizing the
subject matter of the articles (Br. at 14). The appellants are
partially wong but also partially right. In colum 7, Chang
lists five attributes which a user may control within the
wei ghi ng or ranking process, one of which is |Inportance --

Rel ati ve weight of the term assigne[d] by the user. It can be
said that a weighing factor is assigned to keywords. However,

the clains call for attaching a weighing factor to each "tag" and

a "tag" is assigned to a pair of associated topic and keyword.
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Chang does not di scl ose or provide reasonable notivation to one
with ordinary skill in the art to attach a weighing factor to any
tag which is assigned to an associated topic "and" keyword. The
sanme deficiency is exhibited by Mrita, which assigns a weight
value to keywords to determ ne the degree of relationship between
keywords for assessing the rel evance | evel of the docunent
retrieved and not to any tag assigned to an associ ated topic
"and" keyword.

For the foregoing reasons, the exam ner has not denonstrated
how the prior art would have reasonably suggested any of
(1) associating keywords with at | east one predeterm ned topic,
(2) assigning a tag to the associated topic and keyword, and
(3) attaching a weighing factor to each such tag. Absent these
features, the exam ner has not shown how the prior art would have
suggested providing a score indicating keywords present in the
article in relation to "said weighing factor" and "said tag," or
sel ecting those articles having the greatest such score. The
references individually have not been shown to have anyt hing
substantial to do with paired topics and keywords or operations
thereon. The references in conbination also have not been shown
to have anything substantial to do with paired topics and

keywords or operations thereon.
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As for dependent clains 8, 14 and 15, they stand rejected
over the sanme collection of references plus either Myanoto or
Hung. Myanoto and Hung are relied on for the additional
features recited in the dependent clains and do not nmake up for
the deficiencies of the other references with respect to the
i ndependent cl ai ns.

Accordingly, the rejection of clainms 6-10, 12-20, and 30
cannot be sustai ned.

Concl usi on

The rejection of clains 6, 7, 9, 10, 12, 13, 16-20 and 30
under 35 U.S.C. 8 103 as bei ng unpatentable over Reed in view of

either Chang or Morita, and Biles and Kucera is reversed.
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The rejection of clains 8 and 14 and 15 under 35 U.S. C.
8 103 as being unpatentable over Reed in view of either Chang or
Morita, and Biles and Kucera, and further in view of either

M yanoto or Hung is reversed.

REVERSED

ERROL A. KRASS )

Adm ni strative Patent Judge )
)
)
)

JERRY SM TH ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

JAMESON LEE )

Adm ni strative Patent Judge )
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Arthur L. Plevy

Plevy & Selitto

P. O Box 1366

146 Route 1 North

Edi son, New Jersey 08818-1366
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